TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on an appeal fromthe final rejection

of clainms 27 through 52. dainms 21 through 26, the only other

! Application for patent filed August 22, 1994. According
to appellants, the application is a continuation of
Application 07/915,751, filed July 21,1992; which is a
conti nuati on of Application 06/939,966, filed Decenber 10,
1986.
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clainms pending in the application, stand withdrawn from
further consideration under 37 CFR 8§ 1.142(b) as being drawn

to a non-el ected i nventi on.

By way of background, this is the second appeal of the
subject matter clainmed in the appealed clains. |In Appeal No.
90- 2059 in grandparent application SN 06/939,966, a nerits
panel of this Board affirnmed the exam ner’s rejection of
claims 27 through 51 under 35 U.S.C. 8§ 112, first paragraph,
as bei ng based on a disclosure that does not conply with the
enabl enment requirenent of that paragraph. The presently
appeal ed clains are identical to the appealed clains in the
prior decision with the exception that an additional dependent
claim(i.e., claim 52) has been added.

Appel l ants’ invention pertains to a process for the
control of inking in a printing machine (clains 27 through 35,
38 through 44 and 52), a printing plant suitable for the
carrying out of that process (clains 36 and 37), and a
nmeasuri ng apparatus for the generation of control data for
such a printing plant (clainms 45 through 51). The invention
is explained on page 7 of the specification as foll ows:
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In the system known heretofore, regulation of the
i nki ng process has been carried out accordingly

[sic, according] to densitonetric, i.e. opacity,
measurenents of the printing colors invol ved .
The control of the inking process [by] . . . this

known met hod of inking control is not always fully
satisfactory.

According to the present invention, the
principle of inking controls regul ated by col or
density i s abandoned and repl aced by regul ati on of
i nking controls based on spectral col or neasurenents
and colorinetry.

The foll ow ng additional explanation of the invention is

found on pages 5 and 6 of the main brief:

In standard col or coordi nate systens, each set
of color coordinate values (such as the L, a, b
val ues) represent coordi nates which uniquely define
the |l ocation of a color in a three dinmensional color
space. In accordance with exenplary enbodi nents of
the present invention, the neasured colorinetric
coordi nates are then conpared agai nst reference
coordi nates to provide a colorinetric deviation.
G ven that conventional printing nmachi nes controlled
I nk thickness in response to density deviations,
exenpl ary enbodi nents of Appellants’ invention are
directed to using an enpirically determ ned
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transformation matri x to convert the colorinmetric
devi ation values into density deviation val ues.

By converting colorinetric deviation values into density
devi ati on values "only the neasured val ue acqui sition
apparatus needs to be replaced to refit a suitable printing
plant for the process according to the present invention"
(specification, page 9). |Independent clains 27 and 38, copies
of which are found in an appendix to appellants’ main brief,
are representative of the appeal ed subject natter.

In the prior decision, the nerits panel held that the
exam ner had advanced acceptabl e reasoning to establish a

prima

faci e case of lack of enablenent with respect to the step of
converting col or deviations into a correspondi ng set of
standard density deviations, and that appellants had not

submtted evidence to rebut the examiner’s prim facie case.?

’The 35 U.S.C. 8§ 112, first paragraph, rejection of the
clains in the previous appeal was based on a nunber of
addi ti onal aspects of the clained invention which the exam ner
cont ended were not supported by an enabling disclosure.
However, the nerits panel sustained the rejection only with
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In so holding, the nmerits panel stated that

our difficulty wth appellants’ position is not
focused upon the mathematics involved [in deriving
the transformation matri x] but rather with the basic
question of the disclosure’s failure to inform one
of ordinary skill in the art about the underlying
physi cal relationship between the colorinetric and
densitonetric data necessary in order to practice
the invention. [Prior decision, page 10.]

In an effort to overcone the examner’s prima facie case

of lack of enabl enent, appellants elected to continue

prosecution for the purpose of presenting new evidence to

support their position that the disclosure as originally filed

is sufficient to enable one skilled in the art to achi eve the

colorinetry data to density data conversion of the invention.

Appel  ants contend that the newly submtted decl arati on of
Tino Celio and its supporting docunentation overcones the
exam ner’s prima facie case because the newy submtted

evi dence

set[s] forth factual information which unequivocally
establishes the level of skill in the art before
Appel lants’ priority date[,] . . . further includes
factual information regarding the amount of tinme and

respect to the converting step. See pages 5 and 6 of the
prior deci sion.
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effort required to practice the clained invention

gi ven Appellants’ originally filed disclosure, and

therefore confirns that one skilled in the art could

have made and used Appellants’ invention, based

solely on Appellants’ disclosure, wthout undue

experinmentation. [Min brief, page 11.]

It is the examner’s bottomline position in the present
appeal that the newy submtted evidence does not overcone the
rejection. See pages 15-17 of the answer.

Wth respect to the step of converting col or deviations
into a correspondi ng set of standard filter density
devi ati ons, appellants’ specification on pages 10 and 11
inforns a person skilled in the art that this may be
acconpl i shed by the use of a transformation nmatri x whose
el ements are the partial derivatives of the col or coordinates
with respect to the color density deviations. The
specification further inforns the skilled artisan that the
matri x el ements may be determ ned enpirically.

Turning to appellants’ newly submtted evidence, it is
clear that the "Matrix Al gebra For Colorinetrists” publication
by Eugene Allen submtted in support of the Celio declaration

is very pertinent to the enabl enent issue before us in that it

is not nerely directed to the fundanentals of matrix al gebra,
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but rather to

the application of matrix algebra to solving colorinetric

cal culations. To the extent that the Allen publication nay
not be on all fours with the conversion step called for in the
present application, it nevertheless indicates to us that a
person skilled in the art woul d have understood that the
colorinmetric and density data referred to in appellants’
specification are linearly related, or at |east capabl e of
bei ng reasonably approxi mated by assumi ng that they are
linearly related. See Allen, page 4, columm 1, and page 5,
colum 1. The Allen publication s discussion on page 5 of
using partial derivatives to generate the elenents of a
conversion matrix further indicates to us that the skilled
artisan woul d have understood how to go about deriving the

el enents of the transformation nmatri x when informed by
appel l ants’ specification that the el enents of the
transformation matrix may be enpirically derived by taking the
partial derivatives of the color coordinates with respect to

the col or density deviations.
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Mor eover, given the showing in the Allen publication of
the level of skill of those versed in the art of colorinetry,
Celio’ s estimtes (declaration, paragraph 18) of howlong it
woul d take to performthe actual cal cul ati ons necessary to
derive a suitable transformation matri x, even if overly

optimstic, give us reason

to believe that the mathematics involved woul d not have

requi red an unreasonabl e amount of tinme and effort on the part
of an ordinarily skilled artisan in order to derive the
required matrix transformation.® The exam ner’s concerns
(e.g., answer, page 10) regarding the integration of the
necessary hardware and software to inplenent the clained

i nvention are essentially a rehash of the exam ner’s position
as set forth in the answer in the prior appeal, which was

addressed by the panel in the prior decision on page 6

This viewis consistent wwth the view expressed by the
panel in the prior decision on page 10 that their concerns
were not focused on the mathematics involved but rather on the
under | yi ng physical relationship between colorinetric and
densi tonetric data.
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thereof. W incorporate by reference and reaffirmthe

concl usions of the panel in the prior appeal in these matters.
Whil e we appreciate that appellants’ disclosure may not

be as conplete as the exam ner would |i ke, we concl ude that

the newly presented evidence is sufficient to overcone the

exam ner’s prinma facie case of nonenablenent. As stated by

the court in In re Gaubert, 524 F.2d 1222, 1126, 187 USPQ 664,

667 (CCPA 1975) in quoting fromMartin v. Johnson, 454 F.2d

746, 751, 172 USPQ 391, 395 (CCPA 1972):

To satisfy § 112, the specification disclosure nust be

sufficiently conplete to enable one of ordinary skill in

t he art to make and use the invention w thout undue
experinmentation, although the need for a m ni num

anmount of experinmentation is not fatal * * *. Enabl enent
is the criterion, and every detail need not be set forth in
t he witten specification if the skill in the art is
such t hat t he di scl osure enabl es one to nmake the
i nventi on. [Citations omtted.]

Such is the case here, in our view
The deci sion of the examner is reversed.

REVERSED



Appeal No. 96-0992
Application 08/293, 936

)
| AN A CALVERT )
Adm ni strative Patent Judge )
)
)
)

BOARD OF PATENT
| RWN CHARLES COHEN )
Adm ni strative Patent Judge APPEALS AND

LAWRENCE J. STAAB

)
)
) | NTERFERENCES
)
)
Adm ni strative Patent Judge )

JPM PGG

Bur ns Doane Swecker & Mathis

The George Mason Buil di ng

Washi ngton & Prince Sts P. O Box 1404
Al exandria, VA 22313-1404

10



Appeal No. 96-0992
Application 08/293, 936

11



